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REMARKS 

Claims 1-3 remain pending after response. 

Withdrawn Rejection 

Applicants acknowledge with thanks the withdrawal of the previous rejection under 35 
USC 112 (paragraph two). 

Rejection under 35 USC 103(a) 

Claims 1-3 stand rejected under 35 USC 103(a) as being unpatentable over Asahi et al 
'288 in view of Ichikawa et al '734. This rejection is respectfully traversed. 

It is respectfully submitted that the Examiner is using hindsight reconstruction as a basis 
for alleging that a combination of the Asahi et al '288 patent with the Ichikawa et al '734 patent 
renders the claims obvious to one skilled in the art. Indeed, as acknowledged by the Examiner, 
neither of the cited references teach or suggest the claimed invention. Hence, it has been 
necessary for the Examiner to combine the teachings of the respective references in an attempt to 
arrive at the claimed invention. A review of the teachings of the respective references confirms 
that the references cannot be logically combined to result in the claimed invention, and the 
rejection is thus without basis. 

Differences in Substrate and Reaction 

Asahi teaches the use of an aromatic compound having an alkyl group or a partially- 
oxidized alkyl group as a substrate. By contrast, the Ichikawa reference teaches the use of an 
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aromatic compound having at least one hydrogen atom directly attached to a carbon atom 
comprising the aromatic ring. 

With regard to the substrates, an alkyl moiety actually participates in the reaction of 
Asahi. By contrast, in Ichikawa, the aromatic ring moiety participates in the reaction. 

In Asahi, oxidation of the alkyl group is conducted to yield a corresponding carboxy 
compound. By contrast, in Ichikawa, the aromatic compound reacts with a carbon monoxide and 
molecular oxygen to yield a corresponding carboxy compound (see column 7, lines 3-8). For the 
record, in Ichikawa, the carboxylation reaction is the reaction in which the carbon number of the 
substrate is increased. 

As noted by the Examiner, the aromatic compound used as the substrate in Ichikawa may 
have an alkyl group as a substituent. Therefore, it may appear that a common substrate is 
employed in both references. However, it cannot be considered that the references use a 
common substrate because the reaction sites differ from one another as discussed above. 
Consequently, the type of reaction and product material differ from one another. 

For example, when toluene is used as a substrate in each reference, different products 
result in each. That is, though Asahi oxidizes methyl groups, Ichikawa introduces a carboxyl 
group which directly combines with a carbon atom making up the aromatic ring, and unreacted 
methyl group remains as noted by the following reaction schemes (which make clear such a 
distinction between the respective references): 




COOH 
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As mentioned above, Asahi differs from Ichikawa with respect to all substrates, reaction 
schemes and resulting products. Therefore, one of ordinary skill in the art would lack any 
motivation to combine any teachings of Ichikawa with those of Asahi in the manner asserted by 
the Examiner. 

In this regard, the Examiner takes the position that Ichikawa teaches the equivalency 
between the method of using carbon monoxide and oxygen, and that of using an oxygen- 
containing gas in the presence of a catalyst containing platinum chloride in introducing the 
carboxyl group to the aromatics based on column 1, line 61 to column 2, line 2. However, the 
reference cited in that portion of the reference (Chem. Abstracts 69 P 106270C (1968), copy 
submitted herewith) discloses only carboxylation reaction using carbon monoxide and oxygen. 

Differences in Catalyst 

The Examiner states that both prior art processes are closely related to each other with 
respect to sharing the transition metal during their respective processes. However, the 
Examiner's argument is illogical because the respective components other than the transition 
metal are completely different from one another in each catalyst. 

That is, Asahi discloses a heteropoly acid catalyst whose skeleton having a deficient 
structural moiety in which a transition metal is incorporated. By contrast, Ichikawa uses a 
palladium carboxylate catalyst. Typically, one of ordinary skill in the art would not categorize a 
heteropoly catalyst as being a carboxylate compound. As discussed above, any motivation to 
combine Asahi with Ichikawa is lacking in view of such descriptions of the catalysts, since each 
catalyst is completely different from one another. 
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In this regard, the combination of palladium carboxylate with heteropoly acid or salts 
thereof (Bl) is within the scope of the catalyst used in the present invention. However, 
heteropoly acid (Bl) of the present invention differs from a compound in which a transition 
metal is incorporated into a heteropoly acid skeleton having deficient structural moiety. 
Therefore, the catalyst used in the present invention cannot result from the asserted combination 
of Asahi and Ichikawa. It is noted that the heteropoly acid (Bl) of the present invention does 
not have deficient structural moiety, and consequently a transition metal is not incorporated 
therein. 

Additionally, the Examiner states that the difference between the present invention and 
Asahi is that Asahi does not use carbon monoxide. It is further asserted that the catalyst of the 
present invention comprises the combination of a palladium compound catalyst (A) with catalyst 
(B), though Asahi uses a compound in which a transition metal is incorporated into a heteropoly 
acid skeleton having a deficient structural moiety. 

Conclusion 

It is, however, illogical to combine the references in an attempt to yield applicants' 
invention since each reference is directed to different substrates, catalysts, reaction schemes, and 
end products. As discussed above, no motivation exists which would permit such a combination, 
and the combination asserted by the Examiner is in conflict with the respective teachings of the 
cited references. 

In view of the above, the Examiner fails to present a prima facie case of obviousness. 
The rejection under 35 USC 103(a) is without basis and should be withdrawn. 
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Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Raymond C. Stewart, Reg. No. 
21,066 at the telephone number of the undersigned below, to conduct an interview in an effort to 
expedite prosecution in connection with the present application. 

Payment in the amount of $1 10.00 is submitted herewith in connection with the requested 
one month extension of time. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37.C.F.R. §§1.16 or 1.14; particularly, extension of time fees. 

Dated: April 30, 2007 Respectfully submitted, 




Registration No. : 2 1 ,066 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 



Attachment: Chem. Abstracts 69 P 106270C (1968) 
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Chemical Abstracts 11 
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i (in). Diiproponionation of the mono 
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^ oxjdiHA.to,, manuf ..thoae ,eon»d. (fl^ faa^i^S 
^^^S^ft teaUanrt. of 0*006 la. introdueod at 300-lV/Sr 

phwyloydojax^QcwWllc acids. Xevl^^lyL; Boleso^T 

iSlL.r?^ w :J5L .Stom . iiobfaL; Prom. . ObnMsy, 
I&^J££Ja*L »-'-»n.tJtle. physio], aotiva 

.Kd TO ;. K ato^d^o1iK,^l^i 8 W 



